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Law is not merely a job it's
IF YOU HAVE A MASTERFUL COMMAND OF THE ENGLISH LANGUAGE, if you are the type of person who prefers to write
a profession!
about your research findings rather than conducting the work, or if you derive pleasure from intellectual discussions and
excel at debates, then a career in law may be for you. Be forewarned, however, that this is not a career for the faint of
heart or the lackadaisical. Expect hard work and high stress, accompanied by large financial rewards if you are successful.

Lawyers play an important role in biotechnology. They incorporate
companies, provide legal and business counsel, and conduct transactions.
They also manage intellectual property (IP), including a company's patents,
copyrights, and trademarks.

The Importance of Patents
Making a profit is one of the most important
and difficult goals in the life sciences industry.
One way to enhance profitability is to possess
the right, for a limited time, to exclude others
from making and using a product; this right
comes from having patent protection. Without
such protection, new products would be
readily copied. Without the ability to block
competition, there would be little incentive for
companies to invest in and develop new
products. Patent law is instrumental in
protecting such investments, and it provides
the framework in which the life science
industry prospers.
Companies use dollars to finance research,
which eventually results in IP. Patents are the
vessels in which companies capture the IP
assets generated by research. Unless a
company obtains patents to protect its IP, it
will not have any formal legal protection to
prevent another entity from copying or
independently discovering the results.

Patents are the currency
of research.

Patents are also the currency used in the
industry to exchange IP assets for cash or
other IP assets. When IP assets become
valuable (e.g., when they result in a
successful new drug), the patents protecting
such IP can be leveraged (through license
agreements, for example) to generate dollars
for the company.

A big part of a company's
IPO is their IP.

Patents are also used to establish the
company's valuation when attracting outside
investments. For example, venture capitalists
assess a company's patent portfolio when
they decide which organizations to invest in.
Similarly, when companies go public, a big
part of their initial public offering (IPO) is
their collection of intellectual property
(patents).
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CAREER TRACKS IN LAW.

Patent examiners

Scientists without law degrees can
have very rewarding careers as
patent agents, consultants, and
advisors. Possession of a law degree,
however, greatly expands career
horizons by allowing one to practice in
multiple areas of law and to perform a
wider
variety
of
functions.
Competition is fierce for top law
positions, but with a science
background, you can leverage your
technology
expertise
into
IP
prosecution, litigation, or transactional
law career tracks, where you may
have a clear advantage over others.

IP law
Within IP law, there are three main
areas in which biotechnology lawyers
flourish:
1. Patent attorneys draft
and obtain patents from
the USPTO.
2. Patent litigators serve as
advocates for clients in
patent disputes and prepare
and conduct court cases.

3. Transactional lawyers
draft and negotiate license
agreements and business
transactions involving IP.

In Addition, Biotechnology Lawyers Serve Other
Special Functions
1. Corporate lawyers provide
legal
counsel
regarding
business
and
corporation
issues. They help with the
financing of companies, such
as corporate or private
venture equity financings or
IPOs. They also help to
incorporate companies and
provide legal assistance for
other business needs.
2. The general counsel is the
senior-most attorney position
in the company, and typically
all other lawyers in the
company report to him or her.
The general counsel provides
a broad range of legal
counselling for a company,
including corporate securities,
mergers and acquisitions,
transactional law, employment
law, IP protection, and more.

3. Government,
research
organizations, and university
lawyers serve at government
research labs, universities,
and other research centres,
either
obtaining
patent
protection for new inventions
or assisting the technology
transfer office to out-license
new inventions.

4. USPTO examiners work at the
USPTO
examining
patent
applications on behalf of the
government. Patent examiners
often
eventually
become
patent attorneys.

5. Regulatory affairs lawyers
provide regulatory counsel to
companies .

The roles and responsibilities of lawyers in biotechnology
vary depending on the area of special ty. The following is a
generalized list of possible activities.
Drafting Patents and Continuing
Applications
Patent attorneys and agents advise
companies or inventors about
opportunities to obtain Patents
from
the
USPTO
regarding
research
and
inventions.
In
addition, they analyze a company's
"freedom
to
operate"
by
conducting
patent
searches
through a variety of databases to
determine whether a company's
proposed activities would infringe
on any other patent rights.

Law Roles and Responsibilities.

Once
drafted,
the
patent
applications are then submitted to
the USPTO, where more than 90%
of the time they are rejected! Once
they are rejected, the patent
attorneys and agents amend the
application and negotiate the
patent claims with the examiner.
This interactive process with the
USPTO
is
called
"patent
prosecution" and typically must be
repeated three or four times until a
patent application is either issued
as a patent or is abandoned. It
currently takes more than 2.5
years, on average, for a utility
patent appli cation to go from filing
to issuance.

Patent attorneys and agents work
closely with inventors to help
define their inventions and draft
patent applications. They offer
advice about alternate protection
strategies, such as trade secret
protection, and help maintain
records that might later aid in
patent prosecution and litigation.

In law firms, there are Finders, Minders,
and Grinders. Finders find business,
Minders mind the law firm, and Grinders
do the work.

Before a patent is issued, the
prosecutor may submit additional
applications with related claims to
the USPTO. For strategic and
technical reasons, it's important to
reserve the right to continue
claiming various aspects of the
invention for a long time.

Arguing Appeals and Interferences
before the USPTO
When patent prosecution becomes
stalled, it is sometimes necessary to
appeal the examiner's decision to
the Patent Office's Board of Patent
Appeals and Interferences. This
involves filing an appeal brief and
can also involve arguing the case
before a panel of administrative
law judges.
This same board also oversees an
arcane area of law that is unique to
the
USPTO:
interference.
Interferences are like miniature
trials that occur when two patent
applications
claim
the
same
invention. Because the United
States operates as a "first-toinvent" system, interferences are
required to determine which of the
patent applicants was the first to
invent. Interferences operate with
a unique set of rules that makes
interference practice a speciality.

Conducting Due Diligence`
When a prospective investor
considers investing in a company,
or if there is a potential merger,
several different lawyers may be
called upon to conduct due
diligence on the company's IP.
Patent attorneys and agents may
be asked to consider the company's
patents and their coverage relative
to
the
company's
business
activities. Patent attorneys and
transactional attorneys also study
the agreements relating to the
company's IP, as well as the IP that
the company has acquired through
licenses
and
acquisitions,
to
understand any legal issues that
may arise from these agreements.

Offering Patent Portfolio Advice
The role of patent attorneys and
agents is not simply to prepare, file,
and prosecute patent applications.
Viewed more broadly, patent
attorneys and agents devise
strategies for protecting products.
Taken
together,
the
patent
applications that are filed, and
more importantly, the patents that
are issued, form a patent portfolio
that establishes the company's line
of defence for their products. Keep
in mind that the loss of patent
protection in the United States for
a blockbuster drug (over $1 billion
in sales per year) can mean a loss
of over $1 billion in the company's
valuation

Structuring and Preparing Legal
and Business Agreements
Transactional lawyers and patent
attorneys provide legal advice in
preparing business transactions
such
as
confidentiality
and
collaboration
agreements,
inlicensing deals, and cooperative
research or materials transfer
agreements.
They
translate
descriptions of basic technology
and fundamental premises into
contract language.

Litigation
Litigators become involved when
one company is concerned that
another company is infringing on its
patents, or if it is at risk of being
sued for patent infringement.
Litigators
review
laboratory
records and company documents
and evaluate the underlying
scientific issues to construct
convincing cases for their clients.
They prepare scientific experts and
data, and they develop strategies
for trials. They also prepare expert
witnesses, take court depositions,
and write summary judgment
motions, trial motions, and appeal
briefs. Many patent attorneys also
argue their cases before judges,
juries, or administrative agencies
such as the International Trade
Commission, although sometimes
they may only assist and advise a
general litigator who handles the
actual argument.

Providing Legal Counsel
Corporate lawyers assist with
incorporating companies, raising
money from venture capitalists and
corporate
partners,
arranging
commercial
transactions,
and
negotiating
mergers
and
acquisitions (M&As). They help
structure business development
deals, IPOs, and follow-on public
offerings, as well as assist with
other corporate duties such as
negotiating employee contracts.

Marketing
Partners are responsible for
bringing new business to the law
firm.
Marketing
may
include
attending or speaking at meetings,
writing publications, networking, or
even serving as an adjunct
professor in a law school. The best
way to drum up business is to do
outstanding work. (See page 335,
"How is success measured?")
Partners, therefore, need to set a
high standard of quality for
workers within the firm.

Doing Pro Bono Work
All lawyers have an ethical
responsibility to do pro bono work
on the behalf of companies or
individuals who can't afford legal
assistance. Although some lawyers
merely
donate
money
to
organizations that provide legal
assistance, many actively seek to
personally help others. This work is
often in areas outside their
speciality. Most law firms are
supportive of their attorneys
spending some portion of their time
on pro bono work because it makes
the firm look good in the
community.
Fulfilling
Administrative
Responsibilities, Mentoring, and
Training
Most partners oversee personnel,
write performance reviews, and
are usually involved in hiring
decisions. They are also expected
to mentor and train associates.

A biotechnology lawyer's typical day might include the
following activities (this is a generalized list):

Doing pro bono
work.

Drafting and submitting
patent applications to the
USPTO and negotiating
claims (this is how patentprosecuting attorneys and
agents spend most of their
time).

Mentoring
associates and
intervieing
candidates.

Conducting
due diligence
on patents.

Speaking
and
networking
at
industry meetings
and conferences.

Performing
freedom-to-operate
searches
and
preparing opinions
of counsel.

Keeping updated
on new laws and
the latest cases.
Talking with and
advising
clients
(lots of meetings!).

Arguing
appeals
or
interferences before the
USPTO.

Reviewing legal
documents
and
contracts,
and
negotiating deals.

Preparing
for
and
participating in trials
(patent litigators spend
much of their time doing
this).

Entry-level patent agents with
advanced science degrees typically
earn incomes more than double,
sometimes even triple, that of
postdoctoral fellows, even before
passing the patent exam.
Salary jumps are high, with raises
of 8-9% per year. Starting
associates (with a law degree) from
all law areas earn up to double
what patent agents make. This gap
can close over time for exceptional
patent agents. Only lawyers can
become partners in law firms,
however, and that is where the big
money is. Partners can easily earn
two to three times what the most
senior associates make. Successful
partners can earn over a million
dollars per year, depending on
their rep- Great work begets more
mutation and the number of people
working for them. Litigation work!
lawyers usually earn the highest
incomes because of the large
amounts of time necessary to
prepare for trials. In most cases,
lawyers in law firms make more
money than those working in-house
for biotechnology companies. The
most money for in-house lawyers is
made by senior attorneys (general
counsel, chief patent counsel, vice
president of IP) who take
advantage of stock options when a
biotechnology company does well.

In general, the pressure
is propotional to the
compentation

Salaries vary from firm to firm,
depending on factors such as their
size, type, and work ethic. In
general, large and prominent law
firms pay the most money, because
associates are expected to work
the hardest at these firms.
How is success measured?
Ultimately, success is measured in large part
by having both an abundance of "happy
clients" and an established reputation. If
clients are pleased with the service a lawyer
or firm has provided, they will become
sources of repeat business and new referrals.
As the firm's business increases, so do its
reputation, which in turn brings in even more
business.
A successful lawyer's reputation can also be
built on work that has had a significant impact
on the industry. For example, lawyers can
earn a laudable reputation by prosecuting
outstanding patents or by being associated
with revolutionary inventions that have
changed the landscape of biotechnology;
successfully defending high-profile cases; or
incorporating or helping acclaimed (or wildly
successful) biotechnology companies go
public.

Positive Aspects of a Career in Law
One of the greatest
appeals to law is the
financial
reward.
Successful partners
can earn over a
million dollars each
year!
You can have a long
career.
Lawyers
become increasingly
valuable
with
experience.

Law is intellectually
stimulating. There is
steady exposure to the
latest
cutting-edge
technologies, and the
continual intro duction
to new clients and cases
ensures that there is
never a dull moment.
A career in law can be highly
satisfying. You will be using
your skills to solve challenging
intellectual problems while
helping
clients
and
the
biotechnology industry. You
will
gain
a
deeper
appreciation for the art and
elegance of law.

If you are a patent
agent, you can raise a
family and work from
home, part-time, or on
an as-needed basis.
Your work schedule
can be flexible.

Law provides a
rewarding
avenue for using
your writing and
analytical
skills
without having to
do bench work.

Top-tier law firms treat their
attorneys luxuriously. They dine at
the best restaurants, stay at the
best hotels, attend fancy parties,
have nice offices and personal
secretaries, etc.
There
are
frequent travel
opportunities to
visit clients.

Pros and Cons of the JOB

Many lawyers enjoy
the nature of law,
which often involves
verbal
sparringwinning a debate
with someone and
gaining
your
opponent's respect.

Many lawyers enjoy
the nature of law,
which often involves
verbal
sparringwinning a debate
with someone and
gaining
your
opponent's respect.

Coworkers in law
firms tend to be
exceptionally
bright
and
talented.

A career in law can be tremendously stressful
(see "Greatest Challenges"). The hours are long
and there is much work to do. Clients have high
expectations and competition for business is
extreme. There is great pressure to reach
"billable hour" quotas every month, but at the
same time, there is no "ease" in the quality of
your work that must remain outstanding. Billing
"legalese!" rates and quality expectations
continue to increase with seniority (an
associate's billing rate more than doubles over
8 years). You may constantly be "on call" for
clients, which can make any sort of planning for
family life activities difficult. For litigators,
stress levels can be particularly high during
trials.
Law firm politics can
be complicated. Power
struggles
sometimes
develop
between
partners competing for
clients.

The path to partner is
an uphill battle. It
requires
constant
marketing.
Fierce
competition from the
many other outstanding
and bright lawyers in
the industry can make it
difficult to develop a
strong.

Time is spent according
to billable hours, which
can restrict your ability
to explore your own
scientific interests.
Laws
change
constantly, and you
must
continually
educate and update
yourself.

Inventors
can
sometimes
be
uncooperative or too
busy to assist with
writing
patent
applications.
Some
scientists do not like to
interact with lawyers.
.It may be difficult to
work
with
some
partners. Partners do
nuances. not always
train
associates
systematically, and it
can be difficult to find a
supportive mentor.

Specifically for Patent Agents

The Potentially
Unpleasant Side
of Law

Sometimes
highly
aggressive
lawyers
behave
unprofessionally (with
overly
zealous
advocacy), particularly
in litigation.

You may incur a heavy
debt load by attending
law school. Keep in
mind, however, that
this debt can be quickly
paid off afterwards,
and
if
you
are
employed as a patent
agent, many law firms
will pay your tuition.

Although patent agents
perform
practically
the
same work as patent
attorneys, they may not be
treated or paid as well.
Many
patent
agents
ultimately
become
frustrated with this invisible
stratification and go to law
school.

It is typically easier to get a
lifestyle position in a law
firm (particularly a smaller
firm) as a patent agent than
as an attorney.

In some law firms, patent
agents
tend
to
be
pigeonholed into just writing
patent applications, and
there
may
not
be
opportunities to learn new
skills.

Managing Stress
Why is law so stressful? Demand for
work is unpredictable, and clients' needs
can change abruptly, so it can be
extremely difficult to control your
workload. There is a fine line between
bringing in enough business for a steady
supply of work and bringing in so much
that there are not enough people to get
it done. Often there is simply too much
work to do, and constant deadlines and
emergencies add a sense of urgency to
the job. There is a strong emphasis on
meeting quotas for billing, and clients
expect and demand top-quality service.
In addition, lawyers bear a heavy
burden of responsibility for their clients.
A lot of money may be at stake, and
mistakes can have huge consequences.

Maintaining
Lifestyles

The Greatest Challenges
on the Law

a

Well

Balanced

With unexpected emergencies and
urgent needs from clients, it can be a
challenge to meet the demands of work
and also maintain a satisfying personal
life. As a consequence, overworked
lawyers sometimes burn out.

Keeping the Clients Happy
Part of keeping often underestimates
expenses and the amount of work
required. If you want to avoid customers
happiness involves managing clients'
expectations.
Clients
often
underestimate expenses and the amount
of work required. If you want to avoid
client dissatisfaction, later on, you need
to inform clients upfront about the
turnaround time, the costs, and potential
outcomes of their case, positive and
negative.

Experience,
Creativity

Knowledge

and

Experience and knowledge separate
the good from the great. Lawyers with
years of experience have such an
extensive reservoir of knowledge that
they can anticipate issues that do not
seem immediately obvious in their legal
proceedings. This ability gives them an
edge in advising clients and bypassing
problems. Great lawyers also tend to be
very creative, allowing them to adroitly
find innovative solutions to difficult
problems.

Good
Client
and
Management Skills

To Excel in Law

Personnel

Because the law is a service industry,
lawyers
who
excel
at
"client
development" tend to be the most
successful. Those who have excellent
interpersonal skills and are known for
being honest, conscientious, and
trustworthy
develop
renowned
reputations. When clients feel they
have been treated well, they are likely
to provide additional business (see
"Greatest Challenges").

Are You a Good Candidate for a Career in the Legal
Profession?

You should probably consider a
career outside law if you are....

People who flourish in law tend to have...

Outstanding
oral
communication skills.

Extraordinarily good
writing skills.

Excellent
interpersonal
skills.
Creative
and
analytical skills.

Gregarious,
outgoing
personalities.

A well-balanced
career and home
The ability to pay
life.
meticulous attention
to technical details.

Unmotivated or unreliable. Someone
who prefers to work alone and
doesn't enjoy interacting with
others (patent agents are an
exception).

Tireless energy and
strong work ethic.

A linear thinker, someone who
needs precise answers before
advancing to the next step or who
can handle only one project at a
time.

Tenacity and
patience.

Raw
intellectual
talent.
The
ability
tolerate stress.

Excellent
time
management
and
prioritization skills.

to

Someone with frequent writing
blocks, a person who can think of
the words but cannot put them
down on paper.
A person who fears adversarial
confrontations (for litigators, in
particular).

Common career Path in Law
Partner in
Law Firm
Regulatary

In House:
VP of IP
or Gen.
Counsel
Licensing/
Business
Development

Associate
(JD)

Consultant

Law
School
Patent
Agent

Patent
Writer

Law Career Potential

Technology
Transfer

Scientific
Advisor

The path to partner
Partners,
JD

Senior
Associates, JD
Associates, JD
Patent Agents and
Scientific Advisors
Paralegals and Administrative
Assistants
Typical Hierarchical Structure of a Law Firm

The classic career path for lawyers is referred to
as the "law firm mill". Only 10% of associates
become partners, and it takes approximately
seven to ten years to make the transition. The
likelihood of becoming a partner increases with
one's ability to attract clients and establish a good
reputation.
Becoming a partner requires a strong commitment,
and many people drop out before they reach that
level. Some cherish a more relaxed lifestyle-they
may want to spend more time with family or avoid
the added stress. Others lack the rigorous skill set
and fortitude that is required. An alternative to
making a partner is to become "of counsel," a nonpartner track position in which there is no
requirement to bring in business. Of counsel
provides an additional source of expertise to a law
firm. It involves less stress and a somewhat lower
(though still healthy) salary. Other possibilities for
lawyers who don't want to become partners
include going to work in-house for biotechnology
companies or working on an as-needed basis for
law firms during times of work overflow. Some
lawyers are trained in a law firm, join a
biotechnology company to gain experience, and
then return to a firm to continue their trek toward
partner status.

Job Security and
Future Trends

Law tends to be less affected by the
biotechnology economy than other service
industries. Lawyers play an essential role in
incorporating companies, providing legal advice
for business transactions, and securing IP
protection. These services are needed even in
times when the economy is performing poorly. Law
firms that work with universities or have a large
client base tend to be less affected by fluctuations
in the economy, because the need for parents
from these groups is steadier, whereas those who
work for start-ups will experience a more volatile
economic environment.
The future is extremely bright for lawyers
interested in litigation. Expectations are that
biotechnology lawsuits will become more common
and clients will be more insistent on having
scientists on their litigation teams. As the
biotechnology industry grows, there will be more
new technology, more patents, more money to
fight over, and larger attorneys' fees.

Is it better to work in-home or to join a law firm?
Advantages of Working In-House
Your efforts are directed toward creating
a successful biotechnology company rather
than a better revenue centre.
Your lifestyle can be more relaxed: the
hours are regular and your workload can
be more controllable. (But not always!)
You can be closer to research. Your work
will be related to the scientific focus of the
company, and you can participate in
research meetings.
You become part of a team: as such, you
share the risks and rewards (e.g., stock
options!) of the company. The relationships
you form with inventors will be closer than
if you work in a law firm.
You may be exposed to a broader range of
company issues, such as dealing with
human resource quandaries, regulatory
reforms, and Securities and Exchange
Commission (SEC) filings.

Disadvantages of Working In-House
Salaries are typically lower.
The advancement of your law career may
be somewhat restricted: Limited resources
mean that there is less training and
mentoring in a biotechnology company. You
will likely handle fewer cases and they will
be less technically diverse, so the breadth
of your experiences will be more limited.
You will more quickly learn how to do highquality work in a law firm.
You are likely to have more administrative
and clerical duties when working in-house.
Relationships with your scientist coworkers
can be difficult. Scientists don't always
appreciate the value of law, and they
sometimes perceive lawyers as people who
constrain scientific freedom.
There may be more risk: Biotechnology
companies tend to be more unstable than
law firms.

Experience and Educational Requirements
In general, a PhD is mandatory for patent agents in
the biological and chemical sciences: There are simply
too many people with Ph. D.s interested in patent law,
and clients are beginning to expect that the person
drafting their patent applications will have one. For
engineers and physicists, however, a master's or
undergraduate degree may suffice.

For partners and associates, a Juris Doctor (J.D.)
degree is required. A PhD is not, but it is certainly
helpful, particularly for patent prosecution and when
advising or litigating for biotechnology companies.
For more business-oriented areas such as corporate
or transactional law, an M.B.A. is highly
advantageous.

Landing a Job in Law

In general, most senior partners today do not have
PhD.s, because when they were establishing their
careers, biotechnology was still an emerging industry.
Although a PhD is not presently a requirement for
becoming a partner, more of today's new partners
have one, and it may be required in the future.

Paths to Law
Even if you do not intend to
go to law school, talk to law
school career counselors.
They possess a wealth of
advice and information and
may
provide
valuable
contacts to appropriate law
firms.

Consider becoming a patent
agent. The USPTO holds the
patent bar exam twice a
year. You can take classes
on patent law, but the best
way to prepare is to work in
a law firm for at least a
year to learn legalese. The
passing rate is usually 3040%; most applicants pass
on the second attempt..

If you decide to go to law
school, join an IP law
society while you are there.
It is a congenial place to
network and perhaps make
lifelong
professional
partners and friends.

Networking may be the best
way to secure a scientific
advisor or patent agent
position in a law firm. This is
particularly true for entrylevel
applicants.
When
interviewing, try to join a
law firm with a large client
base and technical diversity
to
increase
your
job
security.

Learn how to interview!
Companies and law firms
look
for
personable,
sociable,
confident
employees-not modest and
timid scientists. Law school
career
services
offer
assistance
in
learning
superior
interviewing
techniques, and there are
many books on this topic.

Consider joining a law firm
as a scientific advisor or
legal analyst. You will be
trained as a patent agent
and paid well. It will be
easier to pass the patent
bar exam, and you will be
able to "test the waters"
before investing time and
money in law school.

While in law school, choose
clerkships that broaden
your horizons. Try areas
such as litigation, corporate
law, transactional law, or
regulatory
affairs.
You
never can predict which
you will prefer, and a
summer internship is the
best time to explore your
options. When selecting law
firms to join, opt for the
company where you feel
the most comfort able and
have the sense that you can
interact with the lawyers
easily and productively.

Take classes in personnel
management. This subject is
usually not taught in law or
graduate school. You will
learn how to effectively
handle
different
management styles and
personalities.

It is important to receive
good grades in law school.
Your summer internship is
largely based on the grades
you receive in the first year
of law school. IP law
requires a lot of one-on-one
training, so the number of
entry-level
positions
is
limited.
Firms
look
at
technical backgrounds, the
quality of the law school,
and grades. All of these
factors need to be strong. A
Ph.D. from M.I.T. combined
with poor grades from a
mediocre law school may
not be enough to secure a
position in a top law firm.

Before your first final
exams,
consider
taking
courses on how to write
answers for law school
finals, and/or study topnotch
answers
from
previous
exams.
Law
professors expect a very
different style of writing
from that used in scientific
papers. You may know the
material cold, but if you
answer like a scientist
rather than like a lawyer,
you may fail.

Many people recommend
that you join a law firm
before going in-house. You
are more likely to be
mentored and trained in a
law firm, and you will have
greater exposure to a
variety of technologies and
a higher volume of cases.
With a broader skill set, you
will be more marketable for
future job opportunities.
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